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Bef ore Seeherman, Qui nn and Hairston, Admnistrative
Trademar k Judges.
Qpi ni on by Quinn, Adm nistrative Trademark Judge:
An application was filed by Conpunetix, Inc. to
regi ster the mark ENSEMBLE for “equipnent, nanely,
vi deoconf erenci ng bridges for use in displaying two or nore
i mges sinul taneously for videoconferencing.”?!
The trademark exam ning attorney refused registration

under Section 2(d) of the Trademark Act on the ground that

applicant’s mark, if applied to applicant’s goods, would so

! Application Serial No. 75373098, filed COctober 14, 1997, based
on an allegation of a bona fide intention to use the mark in
comer ce.
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resenble the previously registered mark ENSEMBLE f or
“tel ecommuni cations services, nanely, electronic and
wirel ess transm ssion of nessages, voice, and data;

el ectroni ¢ nessagi ng services, nanely, the recording,
storage and retrieval of voice and text nessages; [and]

"2 as to be

provi di ng access to a gl obal conputer network,
| i kely to cause confusion.

When the refusal was made final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs. An oral
heari ng was not request ed.

The exam ning attorney nmaintains that, in addition to
the marks’ being identical, applicant’s goods and
registrant’s services are conplenentary. According to the
exam ning attorney, the recitation of services in the cited
registration is broad enough to include tel econferencing
services, and applicant’s “tel econferenci ng hardware” is
likely to be used in conjunction with tel econferencing
services. Further, the exam ning attorney asserts,
applicant’s goods are in the normal fields of expansion of
registrant’s services. In support of the refusal, the
exam ning attorney submtted fifteen third-party
regi strations which show, according to the exam ning

attorney, that entities have registered a single mark for

2 Regi stration No. 2283712, issued Cctober 5, 1999.
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bot h tel ecommuni cati ons hardware and rel at ed
t el econmuni cati ons services. The exam ning attorney al so
submtted a dictionary definition of “ensenble.”

The gist of applicant’s argunent is that, although the
goods and services in this case fall under the general
category of “tel ecomrunications,” this fact does not
automatically nean that they are related for purposes of
| i kel i hood of confusion. Applicant contends that its
bri dges are used in videoconferencing where two or nore
i mges (connecting three or nore parties) appear on the
di splay; two-party calls would not utilize such goods
because these calls would not need a vi deoconferencing
bridge. Applicant indicates that its bridges cost over
$75, 000 each. Applicant also points to the fact that there
are different purchasers for the involved goods and
services; registrant’s services are bought by ordinary
i ndi vi dual s who need to send nessages el ectronically,
whereas applicant’s goods are directly bought by a
pur chasi ng agent for a conpany, generally a
t el econmuni cati ons service provider, after negotiating with
one of applicant’s sal espersons. Applicant further states
that the purchasers of its expensive bridges are
sophi sticated. According to applicant, there have been no

i nstances of actual confusion despite three years of
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cont enpor aneous use of the marks. Applicant submtted a
product brochure.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E. 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities or dissimlarities between the marks and the
simlarities or dissimlarities between the goods and/ or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

The marks involved herein are identical. This factor
obviously weighs in favor of a finding of Iikelihood of
conf usi on.

W turn next to the second du Pont factor, that is,
the simlarity or dissimlarity of applicant’s and
registrant’s respective goods and services. As has been
often stated, it is not necessary that the goods and/or
services of the parties be simlar or conpetitive, or even
that they nove in the sane channels of trade to support a
hol ding of |ikelihood of confusion. It is sufficient that
the respective goods and/or services of the parties are

related in sone manner, and/or that the conditions and
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activities surrounding the marketing of the goods and/ or
services are such that they would or could be encountered
by the sane persons under circunstances that coul d, because
of the simlarity of the marks, give rise to the m staken
belief that they originate fromthe sanme producer. 1In re
Martin’s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Gir. 1984); and In re Internationa

Tel ephone & Tel egraph Corp., 197 USPQ2d 910 (TTAB 1978).

The nere fact that applicant’s goods and registrant’s
services fall under the broad category of
“tel ecommuni cations” is an insufficient basis upon which to
find that the goods and services are related for purposes
of our Ilikelihood of confusion analysis. See: Electronic
Data Systens Corp. v. EDSA Mcro Corp., 23 USPQ@2d 1460
(TTAB 1992). Applicant’s highly specialized
vi deoconferencing bridge is distinctly different from
registrant’s particul ar tel ecommunications services that
offer users the ability to send nessages electronically to
each ot her.

It is conmon know edge that tel ecommunications have
invaded virtually every facet of business and personal life
in this country. Wether tel econferencing or
vi deoconf erenci ng, using a cell phone, e-mailing, IMing or

ot herwi se, the use of telecomrunications is ubiquitous in
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all aspects of life, especially in business. Thus, we are
not persuaded that a relationship exists between
applicant’s goods and registrant’s services sinply because
each fits in the extraordinarily broad category of

t el econmuni cat i ons.

Applicant’s videoconferencing bridge, as shown by the
product literature of record, is a specialized piece of
equi pnent with a very distinct technical function, nanely,
to provide nmulti-inmge displays for videoconferencing.

This equi pnent is used to provide continuous, real tine

vi deo when conferencing three or nore parties. According
to applicant, the goods cost in excess of $75,000 apiece,
and are purchased through direct sal es between the end user
and applicant’s sal esperson, only after a period of
negoti ati on.

A significant factor in our decision is not only the
differences in the specific nature of applicant’s goods and
registrant’s services, but the differences in classes of
purchasers for these goods and services. Although the
exam ning attorney repeatedly refers to a “consuner” being
confused, no indication is ever given as to the identity of
this “consunmer” or as to what class this “consuner”
bel ongs. Although registrant’s services appear to be

rendered to ordinary consuners, it is clear that
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applicant’ s videoconferencing bridges are not purchased by
t hese sane consumers. As identified in applicant’s
appl i cation, videoconferencing bridges are not the type of
goods purchased by ordinary consuners, a fact further
confirmed by applicant. Rather, as indicated by applicant,
its goods are sold to tel ecomuni cations service providers
such as MCI and Sprint. Sinply stated, the exam ning
attorney failed to identify any overlap in prospective
purchasers for the goods and services; indeed, based on
this record, it would appear that there are no common
custoners for them?3

Further, at |east insofar as applicant’s goods are
concerned, they are purchased after careful consideration
by sophisticated and discrimnating purchasers enpl oyed by
t el ecommuni cati ons service providers. This factor supports
our conclusion that confusion is unlikely to occur.

In this case, in an attenpt to show a relationship
bet ween applicant’s goods and registrant’s services, the
exam ning attorney made of record fifteen third-party

regi strations that show conpani es have regi stered their

3 W recogni ze that the individuals who buy the bridges for the

t el ecomuni cati ons service providers would, of course, also be
purchasers of telecomrunication services inasmuch as virtually
everyone has a cell phone or access to the Internet. However,
such peopl e are obviously sophisticated purchasers who woul d know
that these goods and services do not emanate fromthe sane
entities.
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mar ks for both tel econmuni cati ons goods and servi ces.
Third-party registrations which individually cover a nunber
of different goods and/or services and which are based on
use in commerce serve to suggest that the |isted goods

and/ or services are of a type which may emanate froma
single source. See In re Albert Trostel & Sons Co., 29
UsSPQ2d 1783 (TTAB 1993).

We do not find that this evidence is persuasive of a
different result herein. As previously noted, the field of
t el econmuni cations is so vast that third-party
regi strations for goods and services in this general area
are not sufficient to show that all tel ecommunications
goods and services, and nore particularly, applicant’s
vi deoconf erenci ng bridges and registrant’s
t el econmuni cations services, are related. In point of
fact, not a single one of these registrations covers both
t he specific goods and services shown in the application
and registration, nanmely, videoconferencing bridges on the
one hand, and electronic and wireless transm ssion of
nessages, voice and data, electronic nessaging services and
provi ding access to a global conputer network on the other.
Further, a close review shows that few of the registrations
cover videoconferenci ng goods and/ or services, adding

credence to applicant’s claimthat videoconferencing is a



Ser No. 75373098

ni che market. Likewi se, we do not find this evidence
persuasive to show that applicant’s goods are in the nornmal
fields of expansion of registrant. As pointed out by
applicant, videoconferencing is a unique area of extrene
techni cal conplexity which precludes a natural expansion
for tel ecommunications entities.

Lastly, although certainly not dispositive, the fact
that, during a three-year period of contenporaneous use of
the marks, applicant has not heard of any instances of
actual confusion, lends further support to our viewthat
confusion is not likely.

Based on the record before us, we see the exam ning
attorney’ s assessnment of the |ikelihood of confusion as
anounting to only a specul ative theoretical possibility.

We concl ude that even when sold under identical marks, the
di fferences between applicant’s goods and registrant’s
services, and the differences in the prospective purchasers
therefor, preclude a |ikelihood of confusion.

Decision: The refusal to register is reversed.



